'FEB-01-2007 THU 12:19 PM W&C LLP NY FAX DEPT 



Doc Code: AP.PRRREQ 

Wnder the aeSSSg ftotoahon A ct of 1995, no pernors are ^..ton 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 



FAX NO. 2128197583 
RECEIVED 

C6MHULfiW( CENTER 

FEB 0 1 2007 



P. 07 



wniwa states Postal Service with sufficient postage as first class mil 
Patent*, P£. Box 1450, Afexandria, VA 22313-1450" [37 CFR LSfe), 

February 1 , 2007 



llCl _ Approved for use mroqgn xx^^^l^fi?!} 

to a cdlection of rriformatton mle^ it dsptg^s a vain OMa Mr w"t^? 
Docket Number {Optional) 

1103326-0777 



Signature. 



Typed or printed 
name 



Application Number 
10/506,345 



Filed 



Sept 1, 2004 



First Named Inventor 

Mikael Dahlstrum 



Art Unit 



1625 



Exq miner 

Morris, Patricia 



This request Is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheets 
Note: No more than five (5) pages may be provS ( * 



I am the 
I [_ ~| eppficant/lnventor. 



□ 



assignee of record ©fine enbre interest. 



Signature 



John Tvf, ^nryn 



attorney ©r agent of record. 
Registration number 



32,224 



attorney or agent acting under 37 CFR 1.34. 
Registration number If acting under 37 CFR 1.34 _ 



Typed or printed name 
-212^f,iQ-ftflV 



Telephone number 
February 1 , 2007 



Date 



•Total of 



farms are submitted. 



This collection of information li required bv 3S u <3 r* iv> ^^"^^ ~~ 

FORMS TO THIS APDRESS. SEND T^l^^tojp^^oomntalkfflwfor Sten^^.o!^ox*wy«^)iii^^^^5^^^'^ PEK Oft^CCWF^^"^5 



] 



PAGE 717 • RCVD AT 21112007 12:13:10 PM [Eastern Standard Time] * SVR:USPT0€ FXRF-211 0 * DNIS:2738300 * CSID: * DURATION (mm-ss):04-26 

BEST AVAILABLE COPY 



FEB-01-2007 THU 12:16 PM W&C LLP NY FAX DEPT FAX NO. 2128197583 P. 

RECEIVED 

CENTRAL FAX CENTER 

FEB 0 1 2007 M 03326-0727 
m the mnm states pat^ rn , , Blr nrni , 

Applicants : Mikael Dahlstrom 

Serial No. : 10/506,345 

Piling or §371 Date : September 1, 2004 

F ° r : ALKYLAMMONIUM SALTS OF 

OMEPRAZOLE AND ESOMPERAZOLE 
Examiner : Morris, Patricia L. 

Group Art Unit : J625 

I T I CB «™ PIC **™W TRANSMISSION UNDER 37 CF.R 1 H 1 

I hereby certify that this paper is being facsimile] 

I transmitted to the U.S. Patent and Trademark 
Office on the date indicated below at the 
facsimile number 57 1 -273-8300 
. John M r, ?nnY o 32 

[Attorney Name PTOReg. No. 

Date of SH 

MaU Stop AF 

Commissioner for Patents facsimile No.: 571-273-8300 

Box 1450 Pages: 7 pages total 

Alexandria, VA 223 1 3- 1 450 (including Forms 

FTO/SB/31 and PTO/SB/33) 



Sir; 



^ REMARKS ACCOMPANYING 
PRB-APPF. A I , BRIEF ggQJJg C T Fnp p^vnryj, 



2006 • T ? rCVieW ° f ^ rejCCti0n in * ° ffice — -led 2 November 

200 6 . *e re^nced application. Attached are Applicant's P re -Appeai Brief ReJ*T 
R-ew (For™ PTO/SB/33) and Notice of Appeal ( Form PTO/SB/3 ) 



HBWrORK 59591 « vl (2J0 



PAGE 117 1 RCVD AT 2/112007 12:13:10 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-2/1 0 • DNIS:2738300 * CSD: * DURATION (mm-ss):04-26 

BEST AVAILABLE COP i 



• ■ ; 

FEB-01-2007 THU 12:16 PM W8.C LLP NY FAX DEPT 



FAX NO. 2128197583 



P. 02 



Serial No 10/506,345, filed 1 September 2004 
Docket No. 1103326-0777 
Page 2 of 5 



REMARK'S 

the J^T^VT " ^ ^ ° f EXaminerS - *« M of 

!I - Outstandin g reiertinns 

Claims , 5,8, ,0.,2, 15 , >7. 2 c.a,xl28.r.uuder MMl deratio„. cllim27jswitWM 

from cooperation as being dr»wn «b ^ ^ WUlhe,d 

Claim, 1-5, 8, !„, ! ., I5 , 17 . 25 , 27 28 „ 

paragraph, as ^ inde^ fer ^ . ^ ^ 

wtoch Applicant regards as the invention. me subject matter 

HI. Allowahl> S. ibiert M.H. . 

be - J T, 12 "? 26 10 " W " g dePMde " t " » re >^ but would 

^I-dlSworndbeauowableifre^ 
reject,on(a) under 35 U.S.C. §112, aecond paregraph. 

Cmima2.S,8. 1 0. „. .5, ,7. >'-25and28wou,dbeauowal>,eifre-wi«en,oovercom= 
*e .cconO) under 35 U.S.C. „ ,2, aecond paragraph, and to include an or the iimi^oT™ 
the base and intervening claims. "nmawons of 

^ £02£jfl the F raming tt*^ ^ 

• ' ,7 - 25 ' 27 — — - — rename o meprazoieor 
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A. fiKa 

claim , ITT T* 4,5,21 ^ "* *« * PKi °~ «"-^— • 

corresponding disclosure appears at Daee 4 lineco in ^ ... ' 

however th»t * ■ , / The Examiner states, 

omeo JoT ''T 8 " inVeMi0 ' 1 " '° 8 ^ -~ °Mammoni um of 

compound is the pKa value. s 

l^ ^ u ^ • *" ~ 10 * *°>" — referring 

22 IT '° a 8 compound "* depe ■ ,<,en, elstos 4 - s - 21 - - - - - 

A, '7 tto ^P«-"fordW stJllintlle ^ tlKreis]lotll ^ in 
meaning of claims 4, 5, 21 or 22. 

B - Crystalling f^rjfn 

or l8b DePe t" tC '! inS ' 0Md24 referbacktoand ^^'*adn, g compos of Cairn, 
or ,» b y spo^mg ^..mne form *, compos (J. Figures , md 2) ^ 
^M, Oiaeioaur. wpMrs „ page 4 , ^ _ ' 
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C, Species 

Dependent claims 8 and 18 refer beck to and fiuther limit rhe drug expound of daim , 
or 18 by spec.ry.ng a specific species falling within , he genus of claim 1 oris Tie 
copending disclosure appearc „ p, ge 7 , Unes I0 ., , Md fHgf „ ^ ^ rf ^ 
specolcadon. As such, claims 8 and 1 8 are proper dependent claima in view of 37 C F R 
§1 .75(c) and unambiguous to the person of ordinary skill iu the art 

d. QxsewelstEwiaiaaiala 

Claims 1-5, 8, 10, U, 15, I7-25,27 M d28arealleged t oco„ tai „ thetra<lolIarae 
omeprazole or esomeprozole. Applicm respectrolly submit* rha, the basis for roe Section is 
.ncorrect. The tradenames are aetoally Prilosec* (omeprozofe) md Nexiuro* (esomeprazole 
magnesmm, Omenta and eaomeprazo.e are roe generic names for the Remark protect 

page from The Merck Index (1 3th Ed) aa par, of the response fUed 28 Angus, 2006 

Furthermore, roe Office's accept of omeprazole and esoroeprazofe as a proper 
nomenclature of the claimed compound, i. evident by the ex«n Si ve mro.be, of grouted patents 

6,699,885, US 6,569,453; etc. The Examiner shonld no, be penned » ^ to „„„ 
ch»ge an established pracrice which is relied npon by rise public. 
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V. Conclusion 

The rejection ofrecord under 35 U.S.C. § 1 12, second paragraph, is improper. The 
rejected dependent claims are proper dependent claims referring back to and limiting 
^dependent claim 1 or 18. The features recited by those dependent claims are readily 
understood by the skilled artisan in view of the specification. The Office has established the 
practice of accepting the recitation of the generic names, omeprazole and esomeprazole, in the 
claims. Withdrawal of the §112, second paragraph, is requested. 

Authorization is hereby given to charge any fee due in connection with this 
communication to Deposit Account No. 23-1703. 

Dated: / LoQ -^ B 

f 1 Respectfully submitted, 

John M Genova 
Reg. No. 32,224 
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